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DETAILED ACTION 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described In (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1-8, 11-19 and 22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Takaya et al, US Patent Application Publication 2002/0009577. 
Takaya teaches electronic parts comprising: 

a body including a mixture [0067] of a ferrite powder [0090] and a resin 

[0062]; 

at least 1 electrode coil (13) in the body; wherein 
a cross point impedance in the frequency-impedance characteristic is 
within the range of about 100 GHz to 10 GHz [0058]. 

Regarding claims 2 and 13, Takaya teaches the use of Ni ferrites [0090]. 
With respect to claims 3 and 14, Takaya teaches the use of polyimide resins and 
polyether ether ketone resins [0062]. 

As to claims 4 and 15, Takaya teaches the use of a columnar shaped body 



(Figures). 
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Regarding claims 5 and 16, Takaya teaches the use of conductive metal to form 
the coil [0101]. 

With respect to claims 6 and 1 7, Takaya teaches the center of axis of the coil 
electrode and the axis of the body to be parallel (Figures). 

As to claims 7 and 18, Takaya teaches external electrodes on 2 sides of the body 
(Figures). 

Regarding claims 8 and 19, Takaya teaches the use of multiple lamination sheets 
to form the body (Figure 2). 

With respect to claims 1 1 and 22, Takaya teaches the ferrite particles to have a 
particle size of 0.01-100 microns [0093]. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AIPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AIPA (pre-AlPA 35 U.S.C. 102(e)). 
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Claims 1,2, 4-8, 11-13, 15-19 and 22 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Nakano et al., US Patent 6,028,353. 
Nakano teaches a chip bead element comprising: 

a body (1) including a mixture of a ferrite powder and a resin; 
at least 1 electrode coil (2) in the body; wherein 
a cross point impedance in the frequency-impedance characteristic is 
within the range of about 1 GHz or greater (abstract). 

Regarding claims 2 and 13, Nakano teaches the ferrite to include Ni ferrites (8, 

43+). 

With respect to claims 4 and 15, Nakano teaches the body to be columnar shape 
Figures). 

As to claims 5 and 16, Nakano teaches the coil electrode to be made of a 
conductive paste or metal foil bonding (13, 34+). 

Regarding claims 6 and 17, Nakano teaches the center of axis of the coil 
electrode and the axis of the body to be parallel (Figures). 

With respect to claims 7 and 18, Nakano teaches electrodes attached to 2 sides 
of the body (Figures). 

As to claims 8 and 19, Nakano teaches an embodiment wherein 2 lamination 
sheets are used to form the body (Figure 8). 



Application/Control Number: 10/076,672 p age j 

Art Unit: 2827 

With respect to claims 10, 1 1 , 21 and 22, it would have been obvious to one 
ordinary skill in the art at the time of the invention to optimize the resin glass transition 
temperature and the ferrite particle size (MPEP 2144.05(b)). 

Claim Rejections - 35 USC § 103 

Claims 9, 10, 20 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Takaya et al, US Patent Application Publication 2002/0009577, as 
applied to claims 1 and 12 above. 

Since Takaya teaches the use of either thermosetting or thermoplastic resins 
[0062], it would have been obvious to one ordinary skill in the art at the time of the 
invention to optimize the glass transition temperature of the thermosetting resin and the 
heat distortion temperature of the thermoplastic resin (MPEP 2144.05(b)). 

Claims 3 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nakano et al., US Patent 6,028,353, as applied to claims 1 and 12 above, and further in 
view of Kitamura, US Patent Application Publication 2002/0093415. 

Nakano, which teaches the use of epoxy resins, acrylics etc (8, 29+), fails to 
teach the specific resins claimed. 

Kitamura teaches a laminated common-mode choke coil comprising ferrite 
[0032] magnetic substrates (31 &37) and insulating substrates (33 & 35) enclosing a coil 
(32 & 34) wherein the insulating substrates are made of polyimide, epoxy resins, acrylic 
resins, etc [3, 0032]. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the polyimide resin of Kitamura in the invention of Nakano because 
Kitamura teaches the equivalence of polyimide with epoxy and acrylic resins to 
polyimide resins. 

The substitution of one known equivalent technique for another may be obvious 
even if the prior art does not expressly suggest the substitution. Ex parte Novak 16 
USPQ 2d 2041 (BPAI 1989); In re Mostovych 144 USPQ 38 (CCPA 1964); In re Leshin 
125 USPQ 416 (CCPA 1960); Graver Tank & Manufacturing Co. V. Linde Air Products 
Co. 85 USPQ 328 (USSC 1950). 

Claims 9, 10, 20 and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Nakano et al., US Patent 6,028,353, as applied to claims 1 and 12 
above. 

Since Nakano teaches the use of either thermosetting or thermoplastic resins (8, 
29+), it would have been obvious to one ordinary skill in the art at the time of the 
invention to optimize the glass transition temperature of the thermosetting resin and the 
heat distortion temperature of the thermoplastic resin (MPEP 2144.05(b)). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David A. Zarneke whose telephone number is (703)- 
305-3926. The examiner can normally be reached on M-F 10AM-6PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David L. Talbott can be reached on (703)-305-9883. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703)- 
308-7722 for regular communications and (703)-308-7721 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703)- 
308-0956. 



David A. Zarneke 
March 24, 2003 




